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DETAILED ACTION 
Priority 

1 . Acknowledgment is made of applicant's claim for foreign priority based on an application 
filed in Japan on 08/05/02. It is noted, however, that applicant has not filed a certified copy of the 
H14-226801 application as required by 35 U.S.C. 119(b). 

Specification 

2. The spacing of the lines of the specification is such as to make reading and entry of 
amendments difncult. New application papers with lines double spaced on good quality paper 
are required. 

3. The lengthy specification has not been checked to the extent necessary to determine the 
presence of all possible minor errors. Applicant's cooperation is requested in correcting any 
errors of which applicant may become aware in the specification. 

4. 35 U.S.C. 112, first paragraph, requires the specification to be written in "full, clear, 
concise, and exact terms." The specification is replete with terms that are not clear, concise 
and exact. The specification should be revised carefully in order to comply with 35 U.S.C. 112, 
first paragraph. Examples of some unclear, inexact or verbose terms, incomplete sentences and 
improperly hyphenated words used in the specification are: As to the improperly hyphenated 
words, on page 1 @ lines 10-11, "produ-ctivity", @ lines 17-18, "mate-rials" and @ lines 30-31, 
"mate-rials** and **colo-ured", on page 2 @ lines 3-4, "mol-ded", @ lines 14-15, ""noncol-oured", 
and @ lines 26-27, "pla-stic", on page 3, @ lines 15-16, ''he-terogeneous", @ lines 20-21, "an- 
tiultraviolet", and @ lines 35-36, "mol-ded**, @ lines 9-10, "meta-llic", @ lines 11-12, "predet- 
ermined" and @ lines 32-33, "polytet-rafluoroethylene", on page 5 @ lines 17-18, "acc- 
umulation", on page 6 @ lines 18-19, "polytetrafluo-roethylene", on page 7, @ lines 13-14, "coa- 
ted" and @ lines 32-33, "conduc-ting", on page 8, @ lines 4-5, "relea-se", @ lines 11-12, "requi- 
res", at lines 14-15, "crossli-nked" and @ lines 29-30, "for-ming", etc, (see also pages 9 and 24- 
36); As to the misspelled words, on page 1 @ line 6, "mettallic" should read "metallic", on page 2 
@ lines 7-8, "un-accurate" should read "inaccurate", on page 3 @ lines 11 and 23, "lublicant" 
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should read ''lubricant", @ line 22, 'Valcanization" should read "vulcanization" and @ line 36, 
"unaccurate" should read 'Inaccurate", on page 4 @ lines 6-7, 'fur-face" should read "surface", 
@ line 14, "curried" should read "carried" and @ line 18, "labou" should read "labor" and on 
page 6 @ line 8, "ammoniagas" should read "ammonia gas", etc.(see also pages 9 and 24-36); As 
to sentences and paragraphs that are grammatically deficient, on page 3, @ line 4, "releasing 
both surface", on page 5 @ lines 2-6, @ line 10, @ lines 17-19 and on page 6, @ lines 10-13, 
etc. (see also pages 9 and 24-36). Furthermore, the margins are not consistently uniform. A 
substitute specification in compliance with 37 CFR 1 .52, 1 .121 and 1 .125 is required. 

A substitute specification filed under 37 CFR 1 .1 25(a) must only contain subject matter 
from the original specification and any previously entered amendment under 37 CFR 1 .1 21 . If 
the substitute specification contains additional subject matter not of record, the substitute 
specification must be filed under 37 CFR 1 .125(b) and (c). 

Claim Objections 

5. Claims 1 -3 are objected to because of the following informalities: In claim 1 , @ line 9, it is 
suggested that the indefinite article "a" be inserted before "hydrocarbon"; In claim 2 @ line 3, it 
is suggested that "furthr" be replaced with "further" and @ line 4, "a aminogroup containing" be 
replaced with "an amino group-containing"; In claim3, @ line 3, it is suggested that "aminogroup 
containing" be replaced with "amino group-containing". 

Appropriate correction is required. 

Claim Rejections - 35 USC § 1 12 

6. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

7. Claims 1-3 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 
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A) The recited "for metallic mold for forming a plastic molded product' per claims 1 , 2 and 3 
constitutes indefinite subject matter as per said phrase appears to engender redundant and 
awkwardly expressed claim language. 

B) The recited "general" per claim 1 constitutes indefinite subject matter as per it not being 
readily apparent if or how said objectionable term "general" further limits the claims, "general 
being relative and not absolute. 

C) The recited "selected from group consisting of hydrogen and hydrocarbon group" per 
claim 1 constitutes indefinite subject matter as per the use of language inconsistent with proper 
Markush terminology, i.e., the definite article "the" should be inserted between '*from" and 
"group". When materials recited in a claim are so related as to constitute a proper Markush 
group, they should be recited in the conventional manner, or in the alternative. For example, 
"wherein R is a material selected from the group consisting of A, B, C and D" is a proper 
limitation, or alternatively, "wherein R is A, B, C or D" is also proper See M.P.E.P. § 2173.05(h). 

D) The recited "positive integers independently from 0 to 30 whose sum is from 6 to 80" per 
claim 1 constitutes indefinite subject matter as per it not being readily ascertainable as to how 
"0" further limits the antecedently recited "positive integers". Further, the recited "whose sum is 
from 6 to 80" engenders awkwardly expressed claim language. The following language is 
suggested, "wherein a, b, c, d, e and f, independently, are integers from 0 to 30 with the proviso 
that the sum ofa + b + c + d + e + fis from 6 to 80". 

E) The recited "which furthr containing a aminogroup" per claim 2 constitutes indefinite 
subject matter as per said phrase engendering grammatically deficient language. Use of 
"further comprising an amino group-containing compound" is suggested. 

F) The recited "said aminogroup containing compound" per claim 3 should be prefaced with 
"wherein" so as to engender claim language clarity. 

Double Patenting 

8. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent 
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possible harassment by multiple assignees. See In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 
(Fed, Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1 .130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 3.73(b). 

9. Claims 1 -3 are provisionally rejected under the judicially created doctrine of 

obviousness-type double patenting as being unpatentable over claims 1-3 of copending 

Application No. 10/627,266. Although the conflicting claims are not identical, they are not 

patentably distinct from each other because the release agent for metallic mold for forming a 

plastic molded product characterized by containing a borate ester of polyoxyalkylene expressed 

by the formula (1 )(claim 1 ), a release agent for metallic mold for forming a plastic molded 

product according to claim 1 , which further contains an amino group-containing 

compound(claim 2) and a release agent for metallic mold for forming a plastic molded product 

according to claim 2, said amino group-containing compound is a polyoxyethylene 

allylamine(claim 3) per the instantly claimed invention overlaps in scope with the resin 

composition for purging away contaminant in a plastic processing machine comprising (A) 100 

parts by weight of a thermoplastic resin and (B) 0.1-10 parts by weight of a borate ester of 

polyoxyalkylene expressed by the formula (1)(claim 1), a resin composition, further comprising 

(C) 0.1-10 parts by weight of an amino group-containing compound(claim 2) and a purging 

method using the resin composition of claim 1 (claim 3) per the claimed invention of copending 

application 10/627,266. The use of the resin composition of the claimed invention of copending 

*266 as a release agent for metallic mold for forming a plastic molded product is tenable since 

the borate ester of polyoxyalkylene-containing resin composition per the claims of U.S.'266 

overlaps in scope with the borate ester of polyoxyalkylene-containing composition per the 

instant claims. 
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10. This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

11 . Claims 1-3 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-5 of copending 
Application No. 10/627,267as evidenced by Nunn Jr., etal(6.B. 1,090,565) or Nunn Jr., etal(U.S. 
3,316,287). Although the conflicting claims are not identical, they are not patentably distinct 
from each other because the antistatic agent characterized as containing a borate ester of 
polyoxyalkylene expressed by the formula (1)(claim 1), the antistatic agent according to claim 1, 
further comprising an amino group-containing compound(claim2), an antistatic plastic resin 
composition characterized as comprising (a) 100 parts by weight of a thermoplastic resin and 
(B) 0.1-10 parts by weight of an antistatic agent described in claim 1(claim 3), an antistatic 
plastic resin composition according to claim 3, further comprising (C) 0.1-10 parts by weight of 
an amino group containing compound(claim 4) and an antistatic plastic resin formed 
product(claim 5) per the claims of copending application 10/627,267 overlaps in scope with a 
release agent for metallic mold for forming a plastic molded product characterized by containing 
a borate ester of polyoxyalkylene expressed by the formula (1)(claim 1), a release agent for 
metallic mold for forming a plastic molded product according to claim 1, which further contains 
an amino group-containing compound(claim 2) and a release agent for metallic mold for forming 
a plastic molded product according to claim 2, saki amino group-containing compound is a 
polyoxyethylene allylamine(claim 3) per the instantly claimed invention. 

The use of the claimed invention of copending *267 as a release agent would be expected since 
the components of claims of copending *267 overlap in scope with the components of the borate 
ester of polyoxyalkylene-containing release agent per the instantly claimed invention and as 
evidenced by each of Nunn, Jr. et al who teach polyalkyleneoxy borates overlapping in scope 
with the borate ester of polyoxyalkylene per the claimed invention of copending'267 and the 
interchangeable use thereof as a mold-release agent and an antistatic agent(page 1, line 26 & 
page 4, line 17 of GB'565 and col. 1, lines 40-41 and col. 5, lines 48-49 of US*287). 
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This is a provisional obviousness-fype double patenting rejection because the conflicting 
claims have not in fact been patented. 



Claim Rejections - 35 USC § 102 

1 2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign 
country or In public use or on sale in this country, more than one year prior to the date of 
application for patent in the United States. 

13. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the Invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a 
whole would have been obvious at the time the Invention was made to a person having 
ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

14. Claim 1 is rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, under 
35 U.S.C. 103(a) as obvious over Nunn Jr., et al(U.S. 3,316,287) or Nunn Jr., et 

al(G.B.1 ,090,565). 

Nunn Jr., et ar287 and Nunn Jr.. et al(GB'565) teach organic polyalkyleneoxy borates, useful as 
antistatic agents, mould-release agents, etc., characterized by the following general formula: 
tR-O-CH2CHR1.0)m.1.(CH2CH2O)n-]3-B wherein R represents at least one member of the group 
consisting of either a straight or branched chain alky I radical containing from 10 to 28 carbon 
atoms, e.g., decyl, hendecyl, dinonyl, dodecyl, tridecyl, tetradecyl, pentadecyl, hexadecyl, 
heptadecyl, octadecyll nonadecyl, eicosyl, etc.- which are unsubstituted or substituted by a 
chloro or dichloro mono-, di- or tri-alkyi of from 1 to 18 carbon atoms, e.g., dimethylphenyl, 
dipropylphenyl, nonylphenyl, dinonylphenyl, octadecylphenyl, trioctadecylphenyl, etc., R1 
represents either hydrogen methyl, ethyl, phenyl or cyclohexene oxide and m and n represent a 
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positive integer of from 1 to 150. See col. 1, lines 10-72» col. 2» lines 1-34, col. 5, lines 35-54, col. 
6, lines 1-9, the Runs and claims of Nunn Jr., et al '287 and page 1 , lines 6-40, page 2, lines 1-30, 
page 5, lines 7-27, the Runs and claims of Nunn Jr., et al(GB'565). Nunn Jr., et ar287 and Nunn 
Jr., etal(GB'565) therefore anticipate the instantly claimed invention. 

Even if it turns out that the claimed invention is not anticipated by the disclosures of Nunn Jr., et 
ar287 and Nunn Jr., et al(GB'565), it would have been obvious to the skilled artisan to 
extrapolate, from the disclosures of Nunn, Jr. et al'287 and Nunn Jr., et al(GB'565), the release 
agent, as claimed, as per such having been within the purview of the general disclosures of 
Nunn Jr., etar287 and Nunn Jr., et al(GB'565) and with a reasonable expectation of success. 

Conclusion 

The prior art to Askew et al(U.S. 4,141,851), Tanizaki et al(U.S. 4,298,488), Askew et al(U.S. 
4,450,087) and Toshimichi et al(JP61 -083293), listed on the attached FORM PTO 892, is cited as 
of interest in teaching borate ester compounds which appear to overlap in scope with the 
claimed borate ester compound. A rejection in the future, based on this prior art, may be made. 
However, since a valid rejection is outstanding on this record, a rejection at this time is not being 
made. The remaining prior art listed on the attached FORM PTO 892 is cited as of being 
illustrative of the general state of the art. 

1 5. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Judy M. Roddick whose telephone number is (571)272-1110. The examiner 
can normally be reached on Monday-Friday, 6:30 a.m.-3:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu can be reached on (571)272-1 114. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-directuspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Judy M. Roddick 
Primary Examiner 
Art Unit 171 3 
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